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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 1/3/03. 

(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly affect or be directly affected 
by or have a bearing on the decision in the pending appeal is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the brief is correct. 
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(5) Summary of Invention 

The summary of Invention contained in the brief Is correct 

(6) Issues 

The appellants statement of the issues in the brief Is correct 

(7) Grouping of Claims 

Appelianf s brief Includes a statement that claims 1 1 1 0, 20 and 27 do not stand or fall together and provides 
reasons as set forth in 37 CFR 1 .1 92(c)(7) and (c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct 

(9) Prior Art of Record 

4,722,815 Shlbanal 2/1988 

4,293,602 Coffey et al. 1 0/1 981 

4,762,493 Anderson 8/1988 

(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-3, 5, 7, 8, 10-27, 29 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over what 
is old and well known in bowling bails in view of Shibanai. 

As to claims 1-3, 5, 7, 10-19, 20-27, 29 and 31, bowling balls of nonporous polymeric thermosetting 
resin is old and well known. This Is admitted old at the bottom of pg. 2 of Appellant's specification. Lacking in bowling 
balls is the use of a fragrance. However, perfumed polymers intended for the purpose of making plastic articles with 
a fragrance are also well known. Shibanai teaches compounds to be Included In synthetic resin products in order to 
enhance their smell. While there is no direct teaching of using his compound In a bowling bail, it has been held that, 
In evaluating a reference, it is proper to take Into account not only the specific teaching of the reference(s) but also 
the inferences which one skilled In the art would reasonably be expected to draw therefrom. In re Preda, 401 F.2d 
825, 826, 159 USPQ 342, 344 (CCPA 1968). Additionally, one must observe that an artisan must be presumed to 
know something about the art apart from what the references disclose (see In re Jacoby, 309 F.2d, 513, 516, 135 
USPQ 317, 319 (CCPA 1962). In line with this, one skilled in the art would dearly have found it obvious to have 
applied perfumed compounds, such as Shlbanai's In order to make a bowling ball smell better. Where the claims call 
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for a two-part resin and the fragrance being dissolved therein, Shibanai directly teaches that "it Is also possible to mix 
perfume... with a synthetic resin compound followed by molding* (col. 1 , In. 26) but that this "direct addition of. 
perfume.. .to synthetic resin compound is not as effective as it seems" (col. 1 , 35). Hence Shibanai goes on to teach 
an improved more effective method of adding fragrance to a product that includes forming an inclusion compound 
consisting of perfume included in cyclodextrin. While Shibanai does not detail the old and known methods of "mixing 
perfume" and "direct addition of perfume" that is at least partially dissolved within the resin, such are considered old 
when one further considers Coffey et al. as an example. Coffey teaches that It Is an old expedient and would have 
been obvious to mix fragrances to two part resins in the forming of a fragrances polymer product Edwards and 
Wilbert, are further examples of direct mixing of fragrances with a polyurethane prior to molding. The art is replete 
with the successful addition of fragrance to two part polymer products. The motivation is simply to Impart to other 
polymeric products pleasant odors" (Wilbert, col.1 , In. 57). 

The amount of fragrance as called for In claim 8 is considered and obvious matter of choice depending upon 
how strong of a smell is desired. 

Claims 9, 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over bowling balls in view of 
Shibanai and further In view of Anderson. 

Applying a pigment to polymer resin products to give them color Is old and well known. Anderson teaches 
that it is old to apply a color that correlates to a fragrance in a product To have done so with a .bowling ball would 
have been obvious to one skilled In the art for the novelty. 

Applicant's arguments with respect to claims 1-33 have been considered but are moot in view of the new 
ground(s) of rejection. 

(11) Response to Argument 
SECTION A and B 

Appellants remarks are noted but no response Is deemed necessary since they merely set forth his 
interpretation of controlling case law and the applied art. 
SECTION C 

In the first office action, the applied art and the rejection set forth by the examiner made it clear that adding 
fragrance in general to plastics is old and well known. Shin banal, the primary reference, shows a plastics additive 
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containing perfumes and gives numerous examples pertaining to its use in thermoplastics. In response to this first 
office action, appellant added the term "two-part resin" to the claims. 

First one must look at the terms used in the claims In order to determine their scope. As such it is 
necessary to review the specification order to establish whether the meaning of those terms and phrases given by the 
applicant in the context of the application should be accorded any meaning different from the usual and customary 
meaning of the claim terms. Upon doing such, it can be concluded that any plastic made up of two components can 
be considered a "two-part resin*. Supporting this conclusion can be found in the specification where it notes that 
"conventionaliy, bowling baits have been formed from machinable, thermosetting plastic materials." (pg. 2, [0002]). 
Paragraph [0004] of pg. 2 discusses reactive polymers that require the addition of a catalyst for polymerization. 
Nowhere in the specification does appellant consider or define polymers requiring a catalyst (such as the ones 
discussed in paragraph [0004]) to be defined as "two-part resins". Compounded by the fact that many known 
thermosetting resins contain other numerous components such as fillers, promoters, Inhibitors and reactive 
components such as Isocyanates (used commonly to produce polyurethane foams or cellular rubber). To the extent 
that known thermosetting resins can be "two-parf based upon its composition including more than one component In 
its. making, there is no distinction between the "thermosetting" resins to which Shlbanai discloses adding his fragrance 
material and one, such as an epoxy resin, requiring a catalyst For example Shibanai is considered to disclose a 
"two-part" resin of a "synthetic resin compound and glycitol(s)" (col. 17, In. 51). 

Lastly, even if one were to recognize the term of "two-part resin" to mean a polymer of the type requiring a 
resin. These resins are still "thermosetting resins" per se. However, the heat required for polymerization is provided 
by a chemicaJ reaction (. Note pg. 4 of the Handbook of Reinforced Plastics that list "epoxy resins" as a 
"thermosetting resin". On pg. 71 , In, 16, these epoxy resins are of the type requiring "hardeners or curing agent" that 
react to polymerize the resins. As can be ciearty seen by the Handbook, one skilled in the art of plastics fully 
recognizes the uses, properties and manufacturing practices for making products and selecting a material for its 
Intended purpose. 

Appellant's Initial remarks at the top of pg. 1 1 of the Brief alleging that Shinbanal are "limited to use of a 
thermoplastic resin" are moot In view of the ordinary level of skill as discussed above. In the first point above, It Is 
shown that thermosetting resins, such as those In Shinbanal, can be considered to be two-part" resins within the 
scope of the claims since they can contain fillers and other additives, tn the last portion of the discussion above, it is 
shown that there is no distinction In the art between "one-part" and "two-part" resins as implied by appellant Even 
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though a polymer requires a catalyst for polymerization (as opposed to external heat) as In the case of an epoxy 
resin, such are still considered to be "thermosetting resins". 

Claims 1 1-13, 18 and 19, including polyol in the method of manufacturing of a bowling bail is old. This Is 
admitted by appellant on his specification, paragraph [0004]. To further assist the Board in making its determination 
and to appropriately determine what is known In the art, the examiner has appended two websites that discuss the 
uses of Polyol with respect to polyurethanes. Note http*yAvww.kosa.com/Dolv/specorod.htm and 
http^/polvol.svnair.com/About%20Polvols.htm . copies of which are appended to this examiners answer. 

As to claim 20, skill has to be presumed on the part of a person practicing the Invention of Shinbanai. 
Known is that once the catalyst is added to polyol, there a "working time" for the resin is set Mixing the fragrance 
into the polyol prior to the catalyst does nothing more than what would be obvious to the skilled artisan. Further, it Is 
clear that the fragrance could be added to the polyol after the addition of the catalyst. However, it would need to be 
done such that ft could be uniformly mixed and molded before polymerization were to begin. 

As to claims 20 and 21-26, the removal of gas "trapped" in a polymer mixture is old and inherent in the art of 
plastics. Failure to do so results in an inferior final product made by the visibility of "bubbles" that art trapped after the 
product has fully cured. Surely applicant is not the inventor of removing trapped air or gas known throughout the 
plastics industry. 

As to claim 21 , Webster's New World Dictionary defines "dissolve" as "to merge with a liquid". Shinbanai 
clearly teaches a fragrance that Is to be "merged" with a liquid polymer. As such, claim 21 is considered fairly taught. 

As set forth above, a catalyst is well known as being used with potyols to cause polymerization. The use of 
a catalyst as called for in claim 23 is not new to the art of plasticsA 

The use of isocyantes as called for by claim24 is old. The Boards attention is drawn to pg. 5 of the 
Handbook. As mentioned previously In the Answer, they are mostly known for having a "foaming" affect on plastic 
compositions. 

Claims 27, 29 and 31 amount to a mere allegation of patentability base on their dependency of claim 1 . 
Since claim 1 has been shown above not to be patentable, these claims too are considered not patentable. 
Neither Shinbanai nor Coffey "teach away" from the Instant invention as appellant states at the top of pg. 13. Well 
known Is that the teaching of Shinbanai and Coffey are to be read in light of what is known in the prior art and for 
what they "would suggest*. As noted by Shinbanai, the direct addition of certain addatives (for example insecticides) 
are "so volatile, liable to denature and unstable to heat that it Is difficult to practice to mold a mixture* (col. 1 , In. 40). 
He suggest the it is clearly possible. However, Shlnbanal's invention makes it easier and is an improvement upon 
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traditional methods of directly adding such substances to a synthetic resin product. Further note that an artisan is 
not compelled to blindly follow the teaching of one prior art reference over another without the exercise of 
independent judgement. LearSiegter, Inc. v. Aeroquip Corp., 733F.2d881, 889, 221 USPQ 1025, 1032 
(Fed. Cir. 1984). First, one skilled In the art would not consider the teachings of Shinbanai to be 
restricted to thermoplastics or thermoset resins. Second, as stated above and as taught by Handbook, 
two-part resins such as "epoxy 0 are known to be classified as a thermoplastic. 

One wishing to enhance the "smell" of a bowling bail would clearly consider what others before 
them have done to make other plastic product smell better. As such both Shinbanai and Coffey are 
directly analogous to the problem at hand. 

The discussion of "hook" has little to do with whether or not one would be motivated to add 
fragrance to a plastic product. True bowling bail designers a greatly concerned with the surface 
properties of a ball that affects its performance. However, there are no suggestions that the addition of 
an inert substance or filler would change the performance of the ball. Nor is there any evidence of record 
that appellant has overcome any particular performance problems faced with adding fragrances to 
bowling balls. Lastly, it is to be noted that the design of bowling balls has been mostly a trial and error 
process. A ball of a particular compound is made and then its performance is noted. How a ball performs 
and "hooks" depends upon the preference and style of the bowler. The word "motivation" or a word similar to 
"motivation" does not appear in 35 U.S.C. § 103(a). While a finding of "motivation" supported by substantial evidence 
probably will support combining teachings of different prior art references to establish a prima facie obviousness 
case, it Is not always necessary. For example, where a claimed apparatus requiring Phillips head screws differs from 
a prior art apparatus describing the use of flathead screws, it might be hard to find motivation to substitute flathead 
screws with Phillips head screws to arrive at the claimed Invention. However, the prior art would make It more than 
clear that Phillips head screws and flathead screws are viable alternatives serving the same purpose. Hence, the 
prior art would "suggest" substitution of flathead screws for Phillips head screws albeit the prior art might not 
"motivate" use of Phillips head screws In place of flathead screws. What must be established to sustain an 
obviousness rejection is a legally sufficient rationale as to why the claimed subject matter, as a whole, would have 
been obvious notwithstanding a difference between claimed subject matter and a reference which is prior art under 
35 U.S.C. § 102. Once a difference is found to exist, then the examiner must articulate a legally sufficient rationale in 
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support of a §1 03(a) rejection. The legally sufficient rationale may be supported by a reason, suggestion, teaching or 
motivation in the prior art which would have rendered obvious the claimed subject within the meaning of § 103(a). In 
re Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635, 1637(Fed. Cir. 1998) (there must be some teaching, suggestion 
or motivation in the prior art to make the specific combination that was made by the applicant); In re Gartside, 203 
F.3d 1 305, 1 31 9, 53 USPQ2d 1 769, 1 778(Fed. Clr. 2000) (the best defense against the subtle but powerful attraction 
of a hindsight-based obviousness analysis is rigorous application of the requirement for a teaching or motivation to 
combine prior art references); Pro-Mold and Tool Co, v. Great Lakes Plastics Inc. 75 F.3d 1568, 1573, 37 USPQ2d 
1626, 1629(Fed. Cir. 1996) ("there must be a reason, suggestion, or motivation *** to combine (the teachings of] *** 
references ***"). Hence, whether bowling balls "hook" or not, does nothing to show insufficient motivation 
to combine the references where the prior art teaches it is desirable to add fragrance to polymer products. 

As to Sinbanai, Coffey and Anderson, Anderson was added to teach the adding color pigments 
that "match*' the "smell". Such a connection between sight and smell is well known in the art. As such to 
have a red bowling ball that smells of strawberries is not considered a patentable advance as fairly taught 
by the applied art. 

For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 1 
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